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Request for Continued Examination 

The request filed on 3-05-02 for a Continued Examination (RCE) under 37 CFR 1.1 14 
based on parent Application No. 09/195368 is acceptable and a RCE has been established. 
Claims 1-9, and 27-58 are pending and are currently under prosecution. An action on the RCE 
follows. 

Objections Maintained: 

The specification remains objected to for the reasons of record (see Paper No. 13, page 
3): The specification on page 1 should be amended to reflect the priority status of the present 

application, for example: 

This application claims benefit to provisional application 60/065,635, filed November 11, 
1997, now abandoned , and to provisional application 60/069,661, filed December 12, 1997, now 
abandoned. 

Rejections Maintained: 



Claims 1-9, and 27-58 remain rejected for the reasons of record in Paper No. 13, pages 2- 
3. Applicants respectfully assert that until the endokine alpha had been analyzed for a function, 
it could simply not be predicted by the skilled artisan what the molecule could be used for or 
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how it could be used. Applicants further submit that the Yu e, al. paten, could not be entitled to 
prior art status under section 102(e) since it has placed such compositions and methods in the 

possession of the public. 

It appears that applicant's arguments are much like their arguments pesented previously 
(Paper No. 12, pages 7-8) with regards to the utility of endokine alpha under "how to use" as 

disclosed by the Yu et al. patent. 

These arguments have been considered but are not found persuasive for the reasons of 
record. Patents are relevant as prior art for all they contain, and once a patent has been issued it 
is considered valid and assumed to meet the requirements of 35 USC 1 12 and 101 . Further, the 
use of patents as references is not limited to what the patentees describe as their own inventions 
or to the problems with which they are concerned. They are part of the literature of the art, 
relevant for all they contain." In re Heck, 699 F.2d 1331, 1332-33, 216 USPQ 1038, 1039 (Fed. 
Ci, 1983) (quoting In re Lemelson, 397 F.2d 1006,1009, 158 USPQ 275, 277 (CCPA 1968)). 
Finally, the MPEP (2122) teaches that no utility needs top be disclosed by a reference when that 
reference constitutes anticipatory prior art. In re Schoenwald, 964 F.2d 1 122, 22 USPQ2d 1671 
(Fed. Cir. 1992) (The application claimed compounds used in ophthalmic compositions to treat 
dry eye syndrome. The examiner found a printed publication which disclosed the claimed 
compound but did not disclose a use for the compound. The court found that the claim was 
anticipated since the compound and a process of making it was taught by the reference. The 
court explained that "no utility need be disclosed for a reference to be anticipatory of a claim to 
an old compound." 964 F.2d at 1 124, 22 USPQ2d at 1673. It is enough that the claimed 
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compound is taught by the reference.). Thus, applicants arguments have not been found 
persuasive, and the rejection is maintained. 

Allowable Subject Matter 

Claim 59 is allowed. 



Conclusion 

This is a continuation of applicant's earlier Application No. 09/19536. All claims are 
drawn to the same invention claimed in the earlier application and could have been finally 
rejected on the grounds and art of record in the next Office action if they had been entered in the 
earlier application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first 
action in this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary B. Nickol Ph.D. whose telephone number is 703-305-7143. 
The examiner can normally be reached on M-F, 8:30-5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Caputa can be reached on 703-308-3995. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3014 for regular 
communications and 703-308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 
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